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Status 

1)E3 Responsive to communication(s) filed on 07 April 2006 . 
2a)D This action is FINAL. 2b)S This action is non-final. 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

1 . Claims 1 -24 are presented for examination. 

Response to Arguments 

2. In view of the Appeal Brief filed on 04/07/2006, PROSECUTION IS HEREBY 
REOPENED. A new non-final Office Action is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1.1 1 1 (if this Office action is non-final) or a reply under 37 
CFR 1 . 1 1 3 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41.31 followed by an 
appeal brief under 37 CFR 41.37. The previously paid notice of appeal fee and appeal brief fee 
can be applied to the new appeal. If, however, the appeal fees set forth in 37 CFR 41 .20 have 
been increased since they were previously paid, then appellant must pay the difference between 
the increased fees and the amount previously paid. 

Specification 

3. The disclosure is objected to because of the following informalities: disclosure discloses 
the encoding (314) but there is no label of 3 14 in Figures lb and 5. 



Application/Control Number: 10/046,952 Page 3 

Art Unit: 2154 

Appropriate correction is required. 



Double Patenting 



4. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

5. Claims 1-24 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-21 of copending 
Application No. 10/047,018 [ hereinafter '018 application ]. Although the conflicting claims are 
not identical, they are not patentably distinct from each other because of the following reasons: 

Taking claim 1 as an exemplary claim, the '018 application contains the subject matter 
claimed in the instant application. As per claim 1 , both applications are claiming common 
subject matter, as follows: 

A method of email administration comprising the steps of: 

receiving in a transcoding gateway ...; 

finding, in dependence upon the domain identification . . .; and 



sending at least one of the email display capability attributes to the sender. 
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The claim of instant application do not specifically disclose receiving in a transcoding 
gateway from a client device one or more email display status attributes as described in the claim 
1 of the '018 application but the Toyoda reference discloses a system that makes inquiry about 
the capability, which a destination possesses, to a local server. The response of capability 
information is sent to the local server [ Figures 7 and 17; col 3, lines 17-20; and col 8, lines 47- 
55 ]. It would have been obvious to a person skill in the art at the time the invention was made 
to receive capability information at the server as taught by Toyoda for all the reasons disclosed 
by Toyoda such as, "the capability information of a destination terminal can be surely obtained 
by a terminal on a transmitter side". 

As per independent claims 8, 15 and 22, they are also directed to the same subject matter 
recited in claim 1 above. Accordingly, they are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting. 

As per dependent claims 2-7, 9-14, 16-21, 23 and 24 of the instant application, they 
contain similar subject matter as claims 2-7, 9-14, 16-21 of the '018 application. Accordingly, 
they are provisionally rejected under the judicially created doctrine of obviousness-type double 
patenting. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 
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Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 1-24 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

A. The following terms lack antecedent basis: 

I. the capability request - claims 1, 8, 15 and 22. 



Claim Rejections - 35 USC § 102 



8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 



9. Claims 1, 8 and 15 are rejected under 35 U.S.C. 102(e) as being anticipated over Toyoda 
[US Patent No 6,335,966]. 
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10. As per claim 1, Toyoda discloses the invention substantially as claimed including a 
method of email administration comprising the steps of: 

receiving in a transcoding gateway from a sender an email display capability request [ i.e. 
makes inquiry about capability information of a desired destination terminal ] [ Figures 7 and 17; 
col 7, lines 47-col 8, lines 14 ], wherein the request comprises a domain identification [ i.e. the 
domain name ] [ col 8, lines 5-33 ]; 

finding, in dependence upon the domain identification, at least one email display 
capability record for the domain [ i.e. gives a response of capability information of the desired 
destination terminal ] [ Figures 7 and 17; and col 8, lines 47-55 ], wherein the email display 
capability record for the domain comprises display capability attributes describing an email 
display capability for the domain [ i.e. resolution, paper size, color, etc. . . ] [ Figure 5; and col 6, 
lines 43-65 ]; and 

sending at least one of the email display capability attributes to the sender [ i.e. transmit 
the obtained capability information of the destination terminal ] [ Figures 7 and 17; and col 8, 
lines 24-33 and lines 53-57 ]. 

11. As per claim 8, it is apparatus claimed of claim 1, it is rejected for similar reasons as 
stated above in claim 1 . 

12. As per claim 15, it is program product claimed of claim 1, it is rejected for similar 
reasons as stated above in claim 1 . 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

13. Claims 2, 3, 9, 10, 16 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Toyoda [ US Patent No 6,335,966 ], in view of Cartmell et al. [ US Patent No 7,039,949 ]. 

14. As per claim 2, Toyoda does not disclose wherein the email display capability request 
includes a sender identification identifying the sender, and the method further comprises 
determining, in dependence upon the sender identification, that the sender is authorized to send 
email to a connection address in the domain. Cartmell discloses wherein the email display 
capability request includes a sender identification identifying the sender [ i.e. identifying the 
sender ] [ col 5, lines 32-34; and col 8, lines 9-12 ], and the method further comprises 
determining, in dependence upon the sender identification, that the sender is authorized to send 
email to a connection address in the domain [ i.e. authorized to send e-mail to the recipient ] [ 
Figure 9; col 3, lines 6-27; and col 7, lines 39-48 ]. It would have been obvious to combine the 
teaching of Toyoda and Cartmell because Cartmell' s teaching of identifying sender and 
authorizing sender would allow to provide an authentication system that satisfy the authorization 
needs of recipients and determining whether to authorize the sender based on characteristic of the 
communication or sender [ Cartmell, col 9, lines 48-67 ]. 
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15. As per claim 3, Toyoda discloses finding at least one email display capability record for 
the domain further comprises finding, in dependence upon the domain identification and in 
dependence upon the connection address, at least on email display capability record for the 
domain [ i.e. capability of destination terminal ] [ Figure 5; and col 6, lines 44-65 ]. 

Toyoda does not disclose finding, in dependence upon the sender identification and in 
dependence upon the domain identification, at least one sender authorization record, wherein: 

the sender authorization record represents authorization for the sender to send email to a 
connection address in the domain; 

the sender authorization record comprises sender authorization attributes including a 
connection address in the domain. 

Cartmell discloses 

finding, in dependence upon the sender identification and in dependence upon the domain 
identification, at least one sender authorization record [ i.e. a web page that a recipient may use 
to view their list of authorized senders ] [ Figure 9, and col 7, lines 39-40 ], wherein: 

the sender authorization record represents authorization for the sender to send email to a 
connection address in the domain [ i.e. a list of senders who are currently authorized to send e- 
mail to the recipient ] [ Figure 9; and col 7, lines 40-46 ]; 

the sender authorization record comprises sender authorization attributes including a 
connection address in the domain [ Figure 9; and col 7, lines 39-48 ]. 



Application/Control Number: 10/046 5 952 Page 9 

Art Unit: 2154 

It would have been obvious to a person skill in the art at the time the invention was made 
to combine the teaching of Toyoda and Cartmell because Cartmell's teaching of a web page for 
authorizing senders would provide an interface for recipients to filter spam or unwanted emails. 

16. As per claims 9 and 10, they are apparatus claimed of claims 2 and 3, they are rejected 
for similar reasons as stated above in claims 2 and 3. 

1 7. As per claims 16 and 17, they are program product claimed of claims 2 and 3, they are 
rejected for similar reasons as stated above in claims 2 and 3. 

18. Claims 4-7, 1 1-14, 18-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Toyoda [ US Patent No 6,335,966 ], in view of Shaffer et al. [ US Patent No 6,092,1 14 ]. 

19. As per claim 4, Toyoda does not specifically disclose the steps of: 

receiving an email in a transcoding gateway, the email comprising an email address and 
at least one digital object; 

determining, in dependence upon display capability attributes and the email address, 
whether the digital object is to be transcoded in the transcoding gateway, wherein the 
determining results in a determination; 

forwarding the email, including the digital object, to the email address, if the 
determination is that the digital object is not to be transcoded in the transcoding gateway; and 
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if the determination is that the digital object is to be transcoded in the transcoding 
gateway, carrying out the further steps of: 

transcoding the digital object into a transcoded digital object; and 
downloading the transcoded digital object to a destination client device. 
Shaffer discloses the steps of: 

receiving an email in a transcoding gateway, the email comprising an email address and 
at least one digital object [ i.e. receive a message at a local server and check file format of the 
attachment ] [ 40, 42, Figure 2; and col 6, lines 6-30 ]; 

determining, in dependence upon display capability attributes and the email address, 
whether the digital object is to be transcoded in the transcoding gateway [ i.e. determine the 
access capability of the target client ] [ 44, 46, Figure 2; and col 6, lines 31-65 ], wherein the 
determining results in a determination; 

forwarding the email, including the digital object, to the email address, if the 
determination is that the digital object is not to be transcoded in the transcoding gateway [ i.e. if 
the attachment is accessible without conversion, transmit to the target client ] [ 46, 48, Figure 2; 
and col 6, lines 53-65 ]; and 

if the determination is that the digital object is to be transcoded in the transcoding 
gateway [ i.e. if determined that there is an incompatibility ] [ 50, Figure 2; and col 6, lines 66- 
col 7, lines 11], carrying out the further steps of: 

transcoding the digital object into a transcoded digital object [ i.e. convert file 
format ] [ 52, Figure 2; and col 7, lines 1-38 ]; and 
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downloading the transcoded digital object to a destination client device [ i.e. 
transmit message to the target client ] [ 48, Figure 2; and col 8, lines 48-59 ]. 

It would have been obvious to a person skill in the art at the time the invention was made 
to combine the teaching of Toyoda and Shaffer because Shaffer's teaching of message 
conversion from one file format to a second file format at the server would reduce the time 
consuming for process large file attachment at the client device [ Shaffer, col 4, lines 39-44 ]. 

20. As per claim 5, Toyoda does not specifically disclose 

transcoding the digital object further comprises transcoding the digital object into a 
digital file having a digital format and a file name; and 

downloading the transcoded digital object further comprise downloading the digital file 
to a destination client device at an internet address recorded in an internet address field of a 
client device record, the client device record having: 

recorded in a mailbox address field in the client device record, a mailbox address 
identical to the email address of the email message, and, 

recorded in a digital file format code field of the client device record, a digital file format 
code indicating that the client device represented by the client device record is capable of 
receiving the digital format of the digital file. 

Shaffer further discloses wherein: 

transcoding the digital object further comprises transcoding the digital object into a 
digital file having a digital format and a file name [ i.e. convert file format and store at server ] [ 
70, Figure 3; and col 7, lines 63-col 8, lines 5 ]; and 
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downloading the transcoded digital object further comprise downloading the digital file 
to a destination client device at an internet address recorded in an internet address field of a 
client device record [ i.e. router/server for routing of message to the target client ] [ 48, 54 an 56, 
Figure 2; and col 3, lines 51-col 4, lines 19 ], the client device record having: 

recorded in a mailbox address field in the client device record, a mailbox address 
identical to the email address of the email message [ i.e. email mail box ] [ col 5, lines 47-50; and 
col 6, lines 6-18 ], and, 

recorded in a digital file format code field of the client device record, a digital file format 
code indicating that the client device represented by the client device record is capable of 
receiving the digital format of the digital file [ i.e. file extension, .BMP, .MPEG ] [ col 2, lines 
43-65 ]. 

It would have been obvious to a person skill in the art at the time the invention was made 
to combine the teaching of Toyoda and Shaffer because Shaffer's teaching of executing the 
conversion at the server would allow the process to complete off-line with respect to the user and 
the user's client device, this frees the resources of the client device to perform other tasks and 
often saves time for the user [ Shaffer, col 3, lines 14-20 ]. 

21 . As per claim 6, Toyoda does not specifically further disclose finding a capability record 
having a connection address equal to the email address. Shaffer further discloses finding a 
capability record having a connection address equal to the email address [ i.e. sending party 
transmits email message to the mail server, the mail server forwards to the receiving party ] [ col 
1, lines 23-35 ]. It would have been obvious to a persons skill in the art at the time the invention 
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was made to combine the teaching of Toyoda and Shaffer because Shaffer's teaching of mail 
server for forwarding email messages from sending party to receiving party would allow email 
messages to be provided to a correct party to protect data information. 

22. As per claim 7, Toyoda does not specifically disclose forwarding the entire email, 
including the digital object, to an email client in another transcoding gateway in a client device. 
Shaffer further discloses forwarding the entire email, including the digital object, to an email 
client in another transcoding gateway in a client device [ i.e. transmit request to remote server ] [ 
54, Figure 3; and col 7, lines 12-38 ]. It would have been obvious to a person skill in the art at 
the time the invention was made to combine the teaching of Toyoda and Shaffer because 
Shaffer's teaching of transmitting request to remote server or another server would allow the 
remote server to perform the conversion in case the client and the local server is incapable of 
performing the necessary conversion, this would allow the system to be able to support 
conversion for multiple file formats. 

23. As per claims 11-14, they are apparatus claimed of claims 4-7, they are rejected for 
similar reasons as stated above in claims 4-7. 

24. As per claims 18-21, they are program product claimed of claims 4-7, they are rejected 
for similar reasons as stated above in claims 4-7. 



25. 



As per claim 22, it is rejected for similar reasons as stated above in claims 1 and 4. 



Application/Control Number: 10/046,952 
Art Unit: 2154 



Page 14 



26. As per claims 23 and 24, they are rejected for similar reasons as stated above in claims 5 
and 6. 



27. A shortened statutory period for response to this action is set to expire 3 (three) months and 
0 (zero) days from the mail date of this letter. Failure to respond within the period for 
response will result in ABANDONMENT of the application (see 35 U.S.C 133, M.P.EP 
710.02,710.02(6)). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dustin Nguyen whose telephone number is (571) 272-3971 . The 
examiner can normally be reached on flex schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Follansbee John can be reached on (571) 272-3964. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 

> 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) .or 571-272-1000. 

Dustin Nguyen 
Examiner 
Art Unit 2154 



